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PKRPQWSE TO RE QtTTRFMEKT FOR PFSTRICTION TTNnER 37 QhUaFm}A^ 

Hon. Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Sir: 

in response to the Official Action of June 12, 1995, and 
the communication from the Examiner dated October 12, 1995, 
Applicants submit the following. A Petition for Extension of Time, 
as set forth in 37 C.F.R. §1. 136(a) is cofiled with this Response. 

Applicants, in their response to the Requirement for 
Restriction dated .rune 12, 1995, inadvertently omitted the 
provisional electio:.) of a species, as required under 37 C.F.R. 
§1,143. in this present Response, Applicants correct this 
inadvertent omission and provisionally elect for present 
prosecution, with traverse for the reasons set forth below, 
Esche richia of cla.r. 10. All claims currently pending in the 
application, 1-11, r.ad on the provisionally elected species. 

Tr.e Rea,ui:r^ment_f or_;ii.e^ 
clai,ra_lP_.L3 .iniproaej : 

.J^T.^^ The Examico.r, under 35 U.S.C. §121, has required an 
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species called for in the Markush group of claim 10. Claim 10 
calls for selection of a bacterium which is encompassed in the 
generic claim 9, from which claim 10 depends. Applicants 
respectfully submit that the requirement of election from within a 
Markush group of a single claim is improper and requests the 
Examiner to reconsider and withdraw the requirement. 

Attached hereto is m rP weber. Soder, and Boksay, 198 
U.S.P.Q. 328 (C.C.P.A. 1978), the leading case on the issue of 
restriction requirements as applied to Markush groups. In that 
case, the Court held that an Examiner may not require an election 
of species from within a Markush group. 

in reaching its decision, the Court set forth the 

following principles. 

1) An applicant has the statutory right to claim his 
invention with the limitations he regards as necessary to 
circumscribe the invention. Id., at 331. 

2) An applicant has a right to have each claim examined 
on the merits. Id. (emphasis in the original). 

3) Although §121 allows for the requirement of election 
to one of several claimed inventions when the inventions are found 
to be independent and distinct, §121 does not provide a basis for 
the rejection of a particular claim on the same basis. Id. at 331- 
332. 

4) Therefore, a rejection under §121 of a single claim 
violates the applicant's right to claim his invention as he 
chooses. Id. at 332. 



# 



The MPEP §803.02 addresses the issue of a requirement for 
election of species recited within a Markush group within a single 
claim. As stated by the MPEP, 

It is improper for the Office to refuse to 
examine that which applicants regards as their 
invention, unless the subject matter in a 
claim lacks unity of invention. Broadly unity 
of invention exists where compounds included 
within a Markush group (1) share a common 
utility and (2) share a substantial structural 
feature disclosed as being essential to that 
utility, (citations omitted). 

Unity of invention exists for the 11 species called for 
in claim 10 as the claim calls for a reverse transcriptase (RT) 
from the recited species of bacteria, which RT, in each bacterium, 
has the same utility of producing msDNA, and is structurally 
related as being part of a retron for the production of the msDNA. 

Accordingly, the Examiner's refusal to examine the claim 
as submitted is in error, and the requirement for election as to 
the Markush group of claim 10 should be withdrawn. As indicated 
above, Applicants, with traverse, provisionally elect Escherichia 
for present prosecution. 
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Court of Customs and Patent Appeals 

In re Weber, Soder. and Boksay 
No. 77-622 Decided June 30, 1978 

PATENTS 

1. Court of Customs and Patent Appeals 

— Jurisdiction (§28.25) 

Court of Customs and Pa'^n^ ApPeals 

has Jurisdiction o^er •"iprop^^o^"^^^^^^^^^ 
claims" rejection and Section 121 rejec 

tions. 

2 Qaims — Broad or narrow — In gen- 
eral (§20.201) 
Applicant is §iven. by statute, ngju w 
claim his invention, with limitations he re- 
Irds as necessary to circumscnbe inven- 
fon wTth provis^^Lhat application comply 
with requirements of Section liz. 
3. AppUcations for patent - Divisional 
(§15.5) 



Joinder of invention — In general 
(§42.01) 

Applicant has right to have «ch claim 
examined on merits, as general proposi- 
tk-n it may well be that pursuant to proper 
restriction requirement that num\>er of 
da^ms submitted in one ^pp .cation wiU be 

«rnT^a1?^S^"o?^^^^^^^^^ 
evemually to have each of claims^xamined 
fn fCrm he considers to bes* -define his in- 
vention; however, single claim that is re- 
nuired w be divided up and presented in 
Si applications would never be con- 
Xed o'JTits merits; toj^hty of result^^^^ 
fragmentary claims wou d not necessarily 
belquivaleni of original claim; further it 
is n6t inconceivable that number of frag- 
Lnts would not bedesaibed.^^^^^^^^ 
tion, since subgenera would be defined by 
examiner rather than by applicant. 
4. AppUcations for patent - Divisional 
(§15.5) 

Commissioner of Patents — In gener- 
al (§21.01) 

Joinder of invention — In general 
(§42.01) 

Pleading and practice in Patent Office 
— Rejections (§54.7) 

Section 121 provides Commissioner of 
PatenS^d trademarks with authonty to 
oromulSe rules designed to restrict ap- 
jKofto one of several claimed mven- 



lions when those inventions are found to 
he "independent and distinct : ho^^e^c^. it 
S^ern'oTprovide basis for "er acu^^^^^ 
under Commissioner s author.iv lo .eject 
particular claim on that same basis. 
5 Applicauons for patent - Divisional 
(§15.5) 

r-i^JmQ — Broad or narrow — Mar- 
"^^Th type -In general (§20.2051) 

Commissioner of Patents - In gener- 
al (§21.01) ■ 

Joinder of invention - In general 
(§42.01) 

Pleading and practice in Patent Office 

— Rejections (§54.7) 
Patent Office must have some means for 
com oU ng such administrative matters a? 

^«Sirf<SLh..^n-as: 

Sutro!?t?i??e3r^^^^^^^^^ 

^eSes' furnished, by the Patent and. 
Trademark Office." under 35 U.S.C 
4UhrsUtutory rights are paramount m . 
JraSngpSes Between Commissioner 
Sim^trator and aRpUcan.^-^-J§^ 
arv of his sututory nghts, rejection 91 
cbim under Section 121 violates basic , 
ri^ofSlicant to claim his invention as| 
he chooses. -a* 
6. Toinder of invention - In genen^ 
(S42.01) „3: 
Pleading and pra«^;ce in Patent Officd 
— Rejections (§54.7) ^ 
Restriction requirement and su|^ 

SeS^cS^^^^ 

drawJiiomconsideration not^o^^^^^^ 

application but prospec"^^]^ 'AhSr Is 
s?5ient applicaaon because of their. (J 

tent," is exception. .^r1i 

Particular patents - Diamine Di, 

Weber. Soder. and Boksay GJ 

nianded; appeal of claims 8-13. 

missed. 



Appeal from Patent and Trademark^ 
fice Board of Appeals. ' ^ 
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Application for p;iicnt o( Roll-Oriv^'ni 
Weber. Alfons Soder, and Istuan Boksav, 
Serial No- :mAOi\. Hied Nov. i • 1^'- 
From decision rejecting i r ^"7 

dismissing appeal as lo clamis 8- 1 J, lb,! / . 
20 22 and applicants appeal. Re- 
versed and reiiKUKied: Rich. Judge, con- 
curring with opinion. 
David R. Murphy, Arlington, Va.. for ap- 
pellants. 

Charles A. Wcndel, Arlmgton, Va. and 
Harold C. Wcgner, Washmgion, D-U, 
for Patent, Trademark, and Copyright 
Section, Virginia State Bar, amicus cu- 
riae. , 

loseph F. Nakamura (Fred E. McKelvey 
of counsel) for Commissioner ot 
Patents and Trademarks. 

Before Markev, Chief Judge, and Rich, 
Baldwin, Lane, and Miller, Associate 
Judges. 

Baldwin, Judge. 

This appeal is from a decision of the 
United States Patent and Trademark Ol- 
fice (PTO) Board of Appeals (boardy at- 
firming the examiner's rejection of claims 
1-6 "as being improper Markush claimsj 
and misjoinder under 35 USC 121."- 
The board also dismissed, for ^ai^i^f ju- 
risdiction, the appeal of claims 8-1:5, lb, 
17 20, 22 and 23 in that the claims were 
withdrawn from consideration since they 
were directed to non-elejCted inyenli^ns. 
We reverse and remand. 

Invention 

The invention relates to cyclic diamine 
derivatives which possess the common 
property of psychotherapeutic etlective- 



1 Section 706.03(y) (note 4. i^fra) of the 
Manual of Patent Examining Procedure (MPtP) 
provides guidance in the use of Markush formal 
and is cited by the examiner m his Answer be- 
fore the board. MPEP803 (note 3, infra), which 
applies 35 USC 121 lo Markush claims, is also 
cited by the examiner in his final office action. 

2 Section 121 provides, in pertinent part: 

Divisional applications 
If two or more independent and distinct in- 
ventions are claimed in one apphcauon, the 
Commissioner may require the application to 
be restricted to one of the inventions. It the 
other invention is made the subject of a divi- 
sional application which complies with the 
requirements of section 120 of this title it 
shall be entitled to the benefit of the filing 
date of the original application. 



L A compound having ihe ^^ciR ntl lur- 
niula 

R, 

II \ / 

or an acid addition salt ihorcol m 
which formula R, is selected Ironi the 
group consisting ol 

A) an at least mononuclear hcicrocy- 
clic eroup having 4 to 10 carbon atoms 
in the ring svstem bound lo the group 
_r — N throueha carbon aiom aiui 

contamingat least one oxvgen. nitrogen 
or sulphur atom, 

B) subsritution products ol A) con- 
taining at least one substuueni se ccied 
from the group consisting of halogen, 
tnnuoromethyl, hydroxy, alkox^v of 1 to 
3 carbon atoms, unsubsiituied amino 
amino substituted bv up to two alkvl 
eroups each having I to 3 carbon atoms 
and alkyi groups having 1 lo 6 carbon 
atoms, 

X is oxygen, sulphur or an NH-group. 

Y is an alkylene group having I 3 car- 
bon atoms in the chain, or an alkylene 
group having I to 3 carbon atoms in 
the chain substituted bv a) up to S 
alkyI groups each having up to 3 car- 
bon atoms and a total of not more 
than 8 carbon atoms, or b) substituted 
by one or tv/o phenyl groups, 

R2 is selected from the group consisting 

of 

C) an at least mononuclear carboc\- 
clicorheterocychc group having 4 to 10 
carbon atoms in the ring system, con- 
taining but one heteroatom in a ring, 

D) substitution products of C) con- 
taining at least one substituent selected 
from the group consisting of nitro, 
halogen, trifluoromethyl, alkyl having 1 
to 6 carbon atoms, hydroxy, alkoxy hav- 
ing 1 to 3 carbon atoms, unsubstiiuted 
amino groups and amino groups sub- 
stituted by up to two alkyl groups each 
having 1-3 carbon atoms, 

R, is hydrogen or up to two substituents 
selected from alkyl groups having up 
to 2 carbon atoms and phenyl groups. 
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n is 2 or 3. 

Background 

In ihe first ofTice aciion dated Janu^''^ 
17 1974, the examiner "'objecied lo 
claims 1-6.8-13 and 23 and required appU- 
clrto elea one of three groups of 
claims- group 1 (claims 7 and H-'!^». 
group IlWms 8-13). or group III (claim 
^3) Applicants elected, with traverse, 
group I and brought to the examiner s ai^ 
fention his failure to include claims 1-6 m 
the groups. The status of claims 1-6 was 
clarifed°n the second and finaracuon 
dated December 26. 1974. in which those 
claims were ."rejecied." The examiner also 
s ated that claim 1 embraced 24 enumerat- 
ed fndependent and distinct inventtons 
The examiner, in conclusion, stated that^ 
Markush claims 1 to 6 arejejecKd « 

being improper Markup da,ms and for 

misjoinder under 35 U.S C. 

O.G. 1016. 4 th and 6th paragraph).' 

s The examiner exercised his discretion 
under 922 O.G. 1016 which a notice issued 
by the eommissioner on May 1. ^"o* 
MPEP 803) which provides ui pan: . 
. A Markush-type claim is directed o inde- 
pendent and distinct inventions, jf °^ 
more of itk members are so unrelated and di- 
verse diat a prior art reference anuopating 
ihe claim witf. respect to one of the members 
would not render die claim obvious under 35 
U.S.C. 103 wiUi respect to the other mem 
berts). ,- 

f 'T^?Lti\s of that nature, the examiner 
is authorized to rejea itas an "mproper "ar- 
kush claim and for ^isjomder tmder 35 
U.S.C. 12 1 and to require the apphcant to re 
strict the application to a smg e invenuon. in 
makine such a requirement. Ae examiner will 
M f cTelrMelin?ate the members or groups 
l,f . memfeers believed to constitute im- 
oroperiy joined inventions, and (2) sw'^ rea 
Kully explaining why they are independ- 
ent and distinrt. Applicant s response w sudi 
a requirement should be an election of a s n- 
gle Adequately disclosed and supported m- 
fention; with or without restnct^n of the 
claim(s) lb that invenuon. Of course, the re 
SDome must not introduce new matter into 
Kp&bl,: See 35 U.S.Q. 132 and In re 
Welstead. 59 CCPA 1105, 463 F.2d 1110. 
m USPCl «9 (1972). A refusal to elect a sm- 
gleinveiiuon will btf u-^ated as a non-respon- 

""if'ihe members of the Markush fo-P.^re 
sufficienUy few in number or. so dosely re- 
ated iSi aseardi and examination oTtheen- 
Urrdaim can be made '^.^•'''iff """f^H-; 
den, the examiner is encouraged «> 
it on the merits. even though it is d.te«^ w 
independent and distinct mventioiB. In such 
. a ase, the examiner will not follow the proce- 
dure ouUined in the preceding paragraph 



In his Answer, the examiner expanded 
upon the basis ofthe rejection. He discuss- 
ed MPEP 803. in particular 'he P'j"^^^^ 
dependent and distinct of §121 and ap 
pli^d the phrase to the claims. Cont.num^ 
The examiner discussed the Markush 

claims and stated: 

The compounds embraced do not 
have a common nucleus and are im- 
nroperly Markushed under the criteria 
^eXih inM.P.E.P. 706.03(y)* • 
* » * The specification discloses that 
certain compounds have activities not 
shared by all of the scope claimed 



and will not require restriction. 

f'X^rltitixaminer has r^Hectedthe claim 
andrequired restriction and t^ie applicant has 

responded without restricung /'^ f Ihe 
a smgle invention, the examiner shall, if the 
no Xn is adhered to. again reject the claim 
and any other Markush claims not restnct«l 
CO the elected invention. No farther examma^ 
tion of these claims is required unless and 
umil uch rejection has been overcome^ 
However, if the search of the single elected 
"ventlon develops prior art which would 
render both the el!^ted invenuon and the mi- 
proper Markush claim(s) unpatentable sjich 
orior art may be applied m rejections of both 
SutacoLpletqearchofthesub^^^^ 
ler ofthe improper Markush daimjs). Othff 
wise only true genenc claims and those re- 
Ttricled to the elected invention will be examr, 
in*»H in the usual manner. v 
Para^ph present m MPEP 803 deleted| 
^ Re^ew of the rejeaion will be by appeal to 
the Board of Appeals under 35 U.S.C. 13^. 
4 MPEP 706.03(y) provides, m pertinent 

P'^'^Ex parte Mariush. 1925. C.D. 126; J# 
O G. 839, sanctions, in chemical cases, claifffi 
inc a genus expressed as a group consisnn 
of^cenain speSf.ed materials. This type.p. 
claim is employed when th^""*^ .'^ "J. 
monly accepted genenc e^P^^^j^^^^^^^ 
commensurate m scope with the tieW wm 
the applicant desires to cover. 

• * * . • 
Where a Markush expression is applied 
to ! portion of a chemical compound;! 
propnety of the CTOuping IS determined 
Consideration ofthe compound as a 
and does not depend on there being aco 
munity of properties in the members o 

Markush expression. • , U 
When materials reatedm a claim ares 

lated as to constitute a P^pP^FL^ 
group, they may be recited in_theN 
?ion^ manner, or altemauvelv^For c 
if "wherein R is a material selected wni 
. groupconsistincofA.B,Candp.isaP 
. Litrtion then^Vherem R is A. B. OJL 
shall also be considered proper. 
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In n- l\ 



• !,<-mo nni>. o,.r, Nhukush c ;u.ns 
n pi cd here- l lK- i>o..d an.iv/c<l ihr 

;;;;„,d.hcm tuo.nLn.unuU.pk-nukpcKl- 
cnl and disnnci invciuions. 

Appellants ar.uciu^rorcMh,s C.>iuMlKU 

cich ofihc claims .s d.rccicd lo bui a single 
fn^^nV.onand.M-lisnotapropcrgmu.Kl 

for rejection in aiiv event. 

Opinion 

fll The bo;ucl atlirmed the examiner s 
rejection ol ciaims 1-G "as be.ng "nP';<'P^,^ 
Markush claims and m.sjomder undc. J 
P S C r'l " However, ihc reasoning of 
ihe board shows tliat the analysts ol the 
••improper Markush claims rejection wa 
to be supportive of the rejection undc. 
S19 1 rather than alternative to n. We havc 
jlrisdiciioti over both rejections," but 



. The board i,K..r,,..raa-d both f x P-'' ''L - 
lais XDUcal No. HS-3ti. decided Ma> 2. .!/.>. 
reproduced in .he record, and 1; x pane Haas, 
is'fl L Sl'Q.:i74 (IW. \m>. 1073). 1 l.cho;.rd Mat- 
ed in Dorlars thai: . 
What we do find relevant .s .be ^>"^^<^ 

on does the Ksaininer have 'jKi'' -^^o 
.o attack the proprietv ol an ind.v.dual < lan.i. 
whether of .he Markti.sh-tvpe or otherwise 
rvhrcMncludesapluial.tvofindepen 
distinct invcmions:- iVc think clearly the an 

The board 'based its conclusion .n Oorlars on. 
§121 and further s.aicd: 

Clcarlv the mere fact that review o decision 
requ r ng restriction wi.hin a single claim is 
a^^Ible^mde^ 35 USC 134 -her-s deci- 
sions requiring restriction between claims 
are not, cannot serve to limit application of 
the statute. That relates only to 'he 'ssik ol 
jurisdiction to review; it has no bearing on the 
icope of the statute itself- on 'hy^ope of 
autLrity conferredMn P^"-^ »^"/ {^^^ 
board decided that Rule 141. 37 C-^R ' ' 
regards an allowable generic claim as one 
.hit does no, include ""^ "^.^ 

pendent and distinct 'n^<--V''"."v „ 
decided thai § 1-2 1 is a legal basis for rejc 1 1 g 
a single claim as an .mproper Marku h cla.m^ 
6 37 CFR 1.196(a) provides that indecisions 

of the board: _ i 

The affirmance of the rejection of a cla m on 
anv of the grounds snec^ried consutuies a 
general afTirmancc of t>.e decision of the pn- 



MiK.- ilK- Markush rcic, ...... is iiK Xi. i. ..I.U 

. ::.riwii.c<i will, iiu- sM'-'i -.«•••;;«■;■•;-: 

,„,U. „<. decision on the pr-p, -c v 1 

M,ukusli rcic. t.o.. aii.l . 

|„.:M-d lor i.s n.nsidci a, 1 low ex < i . > 

. h ..1 am s.Kh coi.Mdci.iii..n nniM Ik 
,.Us.e.u with ot.r aiKiUsi. .-1 .u, :i,.p ■ 

cu..s.it;l.isn.KJer.lu-seo...<l pa.as-i.iph 

.,( L sc. 11'-'. 

(2) .All applicant isii.^cn.ln 'l'^' ; ; 
. i^ht to claim his uucii.iui. w. h tlu 
iniitanuns he regards as ueces.san ... . i - 
o.n.scribe.ha.invcMnion.with.hep-ox.s. 
,|v,i the application co.upiv with l.c 
c uiremenls or§ 1 V2. \Ve have deeded n. 
he past that §11 2, second paiagiap - 

,c!, savs in part ■lUl.e ^^P";'"^:";:";,, ' 
conclude with one or more claims panic u 
a 1 pointing out and di.s.i.uilv damnng 
he s ibject .natter which the apphcan. te- 
Scb ashis invention." allowsMhe ..nx-n. 
Tor to claim ihe invention as he contun- 
plates it. In re Wolfrum, 48h V .ld o88. I / 
USl'O 620 (CCPA 1973). 

131 As a ffcneral proposition, an appli- 
cant has a right to Lvc «.r;. claim exam- 
ined on the n^rits. If an apphcjm.st^^ 
a number of claims. .1 may well be thai n 
suant to a proper rcsiriclion >e(iti.remc ni 
I s - claitns wfill be dispersed to a mimbei 
<,f applications. Such action w.n.ld no a - 
lect'the right of the applicant ^-v^-iX '-^' 
■ have each of the claims examined in the 
I rm he considers to best del.ne his inven- 

„. If. however, a single claim is .x.qu.i e 
,o be divided up and presentee in sexc . 1 
.ppl.cations. that claim wot.ld nevei be 
Sidered on .IS ment.s. Ihe totality o 

'he resulting fragmentarv cla.ms wo dd 
not neces.sarily be the equivalent ol the 
oriKinal claim. Further, since the sub 
Zera would be defined by the examinei 
rather than by the applicant, it is ; 
ceivablc that a number ol the fragments 
v^uld not be described in the spcc.fica- 

""m It is apparent that § 1 2 1 provides the 
Commissioner with the auihor.iy to 
promulgate rules designed to r«fnc( an «p- 
llLuonlo one of several claimed invcn- 



niarv examiner on that claim except as to anx 
F 2d 1386 170 LiSPQ.27G (1971). wherein a 
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,ions when .hose invc,uk)ns -'-cj^y'^d u> 
be -independcni and disunci. Ii does 
5m, however, prov.de a bas.s for an ex.n^- 
iner aciiag under ilie aiuhoruy of the 
Commissioner lo reject a pan.culardmm on 
lhai same basis. 

[51 Even though ihc siamie allows ihe 
aDDlicani to claim his invention as he sees 
S ^s recognized chat ihe PTO must have 
some means for conirollmg 5"^^ ^dmims 
iraiive matters as examiner caseloads and 
ihe amount of searching done P" ^ ng 
fee.* But, in drawing priorities between he 
Commissioner as admmisiraior and the 
rppTan as beneficiary of his statutory 
Sts we conclude that the statuton^ 
r Ihts are paramount. We hold that a re- 
lation under § 12 1 violates the basic right 
of the applicant to claim his invention as he 

'""Fe? Appellants contend that the examin- 
er's action in withdrawing claims 8-13. 16. 
f? 20 22 and 23 from consideration as 
drawn' to nonelecied inventions consti- 

1395 lie USPa473 (1971), disposed of 
the theory that a restriction requirement 
and the subsequent action of the examme^ 
in withdrawing nonelected claims from 
consideration.^ per se, constitutes a rejec- 



i.on An exception is found in In re Haas, 
supra, wherein we determined that the ex- 
aminer's action in withdraw ing claims was 
a rejection because the -claims were w, h- 
drawn from consideration not only in this 
application but prospectively m any sub- 
sequent application becai,se of thar content. 
486 F.2d at 1056. 179 USPQat 625. (Lm- 
phasis ours.) We do not understand the 
PTO to make such a holding with respect 
to claims 8-13, 16. 17. 20, 22 and 23. nor 
that appellants argue that the PTO does 
so Indeed, we note that appellants ad 
mitted in their brief before the board that 
claims 8-13 and 23 were , PJ-operly 
withdrawable." Consequently, the board s 
dismissal of the appeal to claims 8- li and 
5S was correct. The Commissioner s brief 
IdmUs that claims 16. 17. 20 and 22 con- 
tain species of the invention of genenc 
claim I and would be provided an exami- 
nation on the merits sliould the §121 re- 
jection be reversed. We remand for appro- 
priate action on claims 16, 17. 20 and 22 , 
and dismiss the appeal of claims 8-13 and 
23 for lack of junsdiction. 

The decision of the board affirming the| 
rejection under §121 is reversed, and the| 
case is remanded for consideration of th^ 
"improper Markush" rejection of claims 1| 
6 and appropriate action on claims 16. 17,« 
20 and ^2. The appeal of claims 8-13 andj 
23 is dismissed for lack of junsdiction. =fa 
Reversed and Remanded 



8 We take notice of a P^^'fe formerly util- 
ized by the PTO and found in the UPhV. 
705 Patentability Reports 

Where an application, properly assigned 
lo one exatninrng group, is \o^^J^.^9"'^^ 
one or more claims per se classifiable in one 
«rn,nre other eroups, which claims are not 
Sle intr Tor^mm die claims which 
covem classification of the application in the 
Fim^oup. the application may be referred to_ 
he Ither kroup or groups concerned for a 
reoon as tfthe paiemability of certam des.g- 
nawd claims. T^is report will be known as a 
Pa enubiity Report (P.K.) and wiUbe.s.gned 
by the primary examiner in the reporung 

' ^The report, iflegibly written, need not be 

"^wie that the Patentability ReP<>f> P^^"'?^ 
is suspended exceot m extraordinair cir- 
cumsunces. See 1705.01(e). „ 
we further re 5*e |u*o%°'^^^^ 
SsVo'.".^^e"^|es^lLhedbythePat- 
enl and Trademark Office. 
9 37 CFR 1.142(b) provides: 

(b) Claims lo the invention or mveniions 



Rich. Judge, concurring. . 

I concur in the result reached in the 
main opinion, but there are a few po^t^l 
wish to make clear. r irr^^ 

35 use 121 deals with a matter ot 
practice known as "requirements tor dijC* 
sion" prior to the 1952 Patent Act whi^ 
for the first time, provided a statutory pre 
vision on this subject. It did so. under-a 
heading "Divisional Applications, . Dy p* 
inff the Commissioner a discretion!^ 
unappealable power to restnci^n appM 
tion to one of several claimed mveTO 
when those inventions were found 
"independent and distinct. 35 Ubuj 
first sentence; see also P. J- 
"Commentary on the New Patent AC 
USCAp. 1. at p. 34 (1954). 



not elected, if not canceled, are neve 
withdrawn from further consideration! 
examiner by the election, suhiect ho^ 
reinstatement in the event the reqim 
for restriction is withdrawn or ove 
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/,! W'i'hrr. Stuin, atui hoksoy 



m vsvci 

Kvcr since Kx pane Kaglo. CH 
r^7 (Com'r Pais. 1870). m least, the ex- 
pression used in § 1 2 1 . "two or more * * 
inventions are claimed,- has connoted 
sei)araie claints lo separate mveniKms. H 
has no reference to generic or broad 
claims which ^embrace" (the term used bv 
ihc examiiier and the board hetem) or 
■cover* (the term used m the solicitors 
briefin support of the board) two or more 
mventions- Section 121 nowhere uses the 
words "embraced" or "covered. It says 
-claimed;^ and that I take to mean what it 
has alwavs referred to in the teriiiinology 
of the patent law, a "claim" or dehmtional 
paragraph which, in the words of §1U. 
second paragraph, is -particularly ponu- 
ing out and distinctly claiming the subject 
matter the applicant regards as his inven- 
tion." 

Dealing, ?s i» does, with requirements 
for restriction, §121 says nothing whatever 
about the rejection of claims, a matter en- 
tirely separate from restriction. For one 
thing, rejections are appealable to the 
board and restriction requirements are 
not.Federico,op.cit.p.34;37CFR§l.l-44^ 
On this appeal from the rejection ol 
claims 1-6 we do not have before us a re- 
striction requirement under §121. Such a 
requirement would not have been appeal- 
able to the board- We have before us an 
appeal from affirmance of a re/ecHon The 
examiner purported to base it on § 1 2 1 and 
the board accepted that theory, citing in 
support its own prior decision in Ex parte 
Haas, 188 USP(i374, wherein it had said, 
"We believe the referred to section of the 
patent statute [§12 1] does provide a basis 
for such a rejection," namely, a rejection 
of a single claim "drawn to a multiplicitv ot 
independent and distinct inventions. 

In dealing with claims 1-6, in spite of the 
fact there are multiple claims, we are not 
dealing with separate claims to separate in- 
ventions. Claim 1 is a genenc claim and 
claims 2-6 are dependent thereon. They 
are all genenc claims but of varying scope. 
They are treated together and each claim is 
rejected on the same ground, as being 
drawn to multiple allegedly independent 
and distinct inventions. Careful review oi 
all statements by the examiner and the 
board makes it clear beyond question that 



the onlv basis asserted for rejecting claims 
1 -6 is that thev cover or embrace or arc di- 
rected to a piuralitv of independent and 
distinct inventions, and this ts the sole rea- 
son mvcn for saving they are • improper 
Markush claims" or for saving th5>c 'S 
-misjoinder [of inventions] under L 
121." Section 121 is asserted as the only 
Iceal basis for this rejection.-* 

The practice here challenged is tanta- 
mount to a refusal by the PTO to examwe a 
sindc Markush claim m a single applica- 
tion because, in its opinion, it ^s bmad 
enough to "embrace" or "cover a plurali- 
ty of inventions which, if presented 
separately, would be separately patema- 
ble. assuming any one of them ^C) P'"'^!; 
art 3 The label it attaches to such a broad 
claim is "improper Markush" and the situ- 
ation is described as "misjoinder. 

The fault in the PTO position is that it 
overlooks the obvious fact that almost any 
reasonably broad claim "embraces or 
"covers" a multiplicity of inventions, in 
the sense of "dominating" them, which in- 
ventions might be separately patentable it 
and when presented in separate applica- 
tions. Logically, this is not a sufficient ex- 
cuse for refusing to examine ^ claim on its 
merits for compliance with 35 USC lUK 
102 103 and 1 12. None of those statutory 
sections,'of course, justifies a refusal to ex- 
amine. 

The only justification or statutory 
authority put forward for refusing to ex- 
amine is 35 use 121. There is nothmg 
therein, however, to excuse a refusal to ex- 
amine an elected invention or an appli- 
cant's generic (broad) claim reading there- 
on, notwithstanding the generic claim 
reads on nonelected inventions and possi- 
bly many others, all potentially separately 
patentable. The PTO's own rules recog- 
nize the distinction between generic 
claims and separately patentable inven- 
tions encompassed or covered thereby. 67 



' Even the dissenting member of the board, 
who felt the "Markush^' claims there involved 
were not to "independent and disimci" inven- 
tions, agreed that §121 was a proper "legal 
basis" for a rejection. 



2 In addition to § 1 2 1 , the examiner relied on 
the Commissioner's notice pubhshed May 1. 
1974 in 922 O-C 1016. now MPEP 803, as 
authorizing the rejection. That notice also, and 
solely, relies on §121 for auihoniv. In view of 
our decision here, it is obvious thai the sub- 
stance of the notice and the MPEP provision 
corresponding to it are as lacking in foundation 
as the rejection we are reversing. 

s This is the essence of the test for independ- 
ence and distinctness set forth in the third para- 
graph of the Commissioner's notice of May 1. 
1 974 in determining whether the examiner has 
authority to reject z claim, under the fourth para- 
graph of the notice. 
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Cl'K §1.HI deals fxftliatly wiih " iiKlc- 
pcndtrtu and disiinci invcniions"^ even 
perniitting five ofiheni to i)C paieiued on 
oncapplicaiion along u iih a generic dann. 
As to species in excess oC five specincaliy 
claimed, it is implicit that they may siil! iail 
within the -covei age" of the generic claim 
even if separately patented. It is clemcnta- 
rv patent law that the number of "species" 
"covered" by a patent having a generic 
claim is virtually without limit not- 
withstanding the limitation of Rule 14 1 to 
five species "specifically claimed." So the 
discretionary power to limit one applica- 
tion to one invention is no excuse at all for 
refusing to examine a broad generic claim 
— no matter how broad, which means no 
matter how many independentiy patenta- 
ble inventions may fall within it. 

Of course a broad claim may be un- 
patentable for any number of reasons, but 
we are not here dealing with a question of 
patentabihty under the statute but with a 
refusal to examine. 

The only basis here claimed in support 
of the labels "improper" and 
"misjoinder" is the scope of the claim. 
That is not sufficient excuse. 

As for the true meaning of the words 
"two or more independent and distinct in- 
ventions are. claimed" in §121, being 
based — as they were — on the "division" 
practice existing in the then Patent Office 
in 1952, there can be no doubt they refer 
to separate inventions separately claimed 
and to a requirement to put separate 
claims in separate applications or at least 
to restrict one application to one claimed 
invention. There is no indication that 
enactment of §121 contemplated refusing 
examination to generic claims because of 
their scope or that applicants were to be 
denied the right to present single claims of 
any breadth they chose and have them ex- 
amined. 

The PTO effort of the past few years to 
justify its refusal to examine by issuing a 
"rejection" pursuant to the May 1, 1974, 
notice (MPEP 803) on the basis of §121 is 
mere semantic gamesmanship. 

With respect to the remand to consider 
the "improper Markush" rejection of 
claims 1-6, it is my view, based on careful 
analysis of the rejections actually made, 



thai tlic Ki O. following the May 1. 1974, 
notice (922 OG 1016), created a new kind 
of "improper Markush" rejection based 
on H5 use !2I which we are reversing > 
riicrc remains, however, a vast body ol 
precedent antedating tlic 1974 notice on 
what proper "Markush" claims arc. As I 
understand the majority's remand, it is for 
the purpose of examining claims I -6 under 
the pre-notice law relating to Markush 
practice in the process of examining these 
claims on their merits. Until now, such ex- 
amination has been refused because they 
"cover" or "embrace" too much, a basis of 
rejection we find impermissible. 



* Note Rule 14 1's wording: "Two or more in- 
dependent and distinct inventions may not be 
claimed in one application, except * * *." (My 
emphasis.) Compare the wordmg of 35 USC 
121. 



Court of Customs and Patent Appeals 
In re Haas 

No. 78-536 Decided June 30, 1971^ 



PATENTS 

1 , Court of Customs and Patent Appc 

— Issues determined — Ex pa 
patent cases (§28.203) 

There is no issue before Court of < 
toms and Patent Appeals that clainis^ 
drawn to improper Markush groups wW 
there is no rejection on that ground;|J| 

2. Applications for patent — Divisifl 

(§15.5) 

Claims — Miscellaneous obj€ 

(§20.70) 
Joinder of invention — In 

(§42.01) ;^ 

Pleading and practice in Patent < 

— Rejections (§54.7) , 
Section 121 does not provide l^g 

rejection of claim. 

Particular patents — 

Haas, Novel Polymerization , J 
rejection of claim 7 and 8, revers^ 
manded. 



Appeal from Patent and Tradai 
fice Board of Appeals. 

Application for patent of Ho| 
Haas: Serial No. 821.511. fil.^ 
1969 continuation-in-part of.a^ 
Serial No. 630.222 filed Apj:. 
From decision rejecting dairns(/ 
plicant appeals. Reversed anft-^ 
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